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REMARKS 

As may be appreciated from the listing of claims provided above, the lone amendment to 
the claims made herein is to correct the antecedent basis for the claim term "at least one file 
attachment" in claim 14 and to change the term "objects" to "the file attachment in claim 31. 
Because the amendment to claims 14 and 31 does not alter the searching or otherwise burden the 
Examiner and also reduces issues for appeal, it is respectfully submitted that this Amendment 
should be entered. No fees are believed to be required for the present Amendment. 
Nevertheless, Authorization is provided herewith to pay any underpayment of fees or credit any 
overpayment of fees to Deposit Account No. 02-4800. 
L RESPONSE TO THE OBJECTION TO THE SPECIFICATION 

The specification was objected to for not containing the term "objects" in the Office 

Action dated July 28, 2009 (hereafter "the Office Action") for not having antecedent basis for 

that term in the specification. Claim 3 1 was amended to remove the term "object." Therefore, 

the objection to the specification should be withdrawn, 

11, RESPONSE TO THE REJECTION OF CLAIMS ISSUED 
UNDER 35 U.S.C. § 103 IN THE OFFICE ACTION 

Claims 12, 13, 24, 25 and 26 were rejected in the Office Action under 35 U,S,C. § 103 in 
view of U.S. Patent Application PubHcation No. 2004/0158607 to Coppinger et al in 
combination with U,S. Patent Application Publication No. 2004/0073616 to Fellenstein et al. 
(Office Action, at 2). 

Claims 14 and 17 were rejected as obvious in view of the combination of Coppinger et 
al, Fellenstein et al. and U.S. Patent No. 6,898,622 to Malik (hereafter "the '622 patent"). 
(Office Action, at 5). 
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Claim 15 was rejected as obvious in view of the combination of the '622 patent, 
Coppinger et al, Fellenstein et al and U.S. Patent Application Publication No. 2003/0131062 to 
Miyashita. (Office Action, at 6). 

Claim 16 was rejected as obvious in view of Coppinger et al., Fellenstein et al. and U.S. 
Patent No. 7,003,551 to Malik ("the '551 patent). (Office Action, at 7). 

Claim 23 was rejected as obvious in view of the combination of Coppinger et al, 
Fellenstein et al. and Miyashita, (Office Action, at 7). 

Claims 18, 19, and 27-29 were rejected as obvious over the combination of were rejected 
as obvious in view of the combination of Coppinger et al, Fellenstein et al and U.S. Patent 
Application Publication No. 2002/0091570 to Sakagawa. (Office Action, at 8) 

Claims 20-21 were rejected as obvious in view of the combination of Coppinger et al, 
Fellenstein et al, Sakagawa and Miyahsita. (Office Action, at 1 1) 

Claim 22 was rejected as obvious in view of the combination of Coppinger et al, 
Fellenstein et al, Sakagawa and Miyahsita and the Malik '551 patent or the Malik '622 patent. 
(Office Action at 12). Since the Examiner only referred to this reference as '*Malik" and there 
are two "Malik" references. Applicants are unclear as to which reference has been applied to the 
rejection of claim 22, (Office Action, at 12) 

Claim 30 was rejected in view of Coppinger et al, Fellenstein et al, Sakagawa and U.S. 
Patent Application Publication No. 2005/00761 1 1 to Cherkasova et al. (Office Action, at 12). 

Claim 31 was rejected as obvious in view of Coppinger et al, Fellenstein et al, and U.S. 
Patent Application Publication No. 2006/0155808 to Irlam et al (Office Action, at 13). 
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A. Burden Of Proving Obviousness Under 35 V.S.C. § 103 
"All words in a claim must be considered in judging the patentability of that claim 
against the prior art." MPEP § 2143.03 (emphasis added). "When evaluating claims for 
obviousness under 35 U.S.C. 103, all the limitations of the claims must be considered and 
given weight." MPEP § 2143.03. "If an independent claim is nonobvious under 35 U.S.C. 103, 
then any claim depending therefrom is nonobvious." Id "A 35 U.S.C. 103 rejection is based on 
35 U.S.C. 102(a), 102(b), 102(e), etc. depending on the type of prior art reference used and its 
publication or issue date." MPEP § 2141.01. 

To establish a prima facie case of obviousness, an Examiner must show that an invention 
would have been obvious to a person of ordinary skill in the art at the time of the invention, 
MPEP § 2141 . "Obviousness is a question of law based on underlying factual inquiries." Id, 
The factual inquiries enunciated by the Court include "ascertaining the differences between the 
claimed invention and the prior art" and "resolving the level of ordinary skill in the pertinent art." 
MPEP §2141. 

"A statement that modifications of the prior art to meet the claimed invention would have 
been Veil within the ordinary skill of the art at the time the claimed invention was made' because 
the references relied upon teach that all aspects of the claimed invention were individually 
known in the art is not sufficient to establish a prima facie case of obviousness without some 
objective reason to combine the teachings of the references." MPEP § 2143.01 . "[R]ejections on 
obviousness cannot be sustained by mere conclusory statements; instead, there must be some 
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articulated reasoning with some rational underpinning to support the legal conclusion of 

obviousness." MPEP § 2143.01 (citing KSR, 82 USPQ2d at 1396) (emphasis added). 

Moreover, "[i]f the proposed modification or combination of the prior art would change 

the principle of operation of the prior art invention being modified, then the teachings of the 

references are not sufficient to render the claims prima facie obvious." MPEP § 2143.01. Also, 

"the proposed modification cannot render the prior art unsatisfactory for its intended purpose." 

MPEP §2143.01. 

B. Claims 12-17 And 23-27 Are 

Not Rendered Obvious In View Of The Cited Art 

Currently pending claim 12 requires a method for processing an electronic message to 
include saving an attachment file of an electronic message in a user-selected memory location, 
creating a link to the electronic message and saving the linlc to the electronic message in the user- 
selected memory location where the file attachment is also stored. Claims 13-17 and 23-27 
depend directly or indirectly from claim 12 and therefore also contain these limitations. 

1. Other Than Fellenstein et al, The Examiner Admits None Of The 
Cited Art Teach Or Suggest Creating A Link Or Saving A Link. 

The Examiner admits none of the cited art other than Fellenstein et al. teaches or suggests 

creating a link to an electronic message or saving the linlc in a user selected memory location. 

(Office Action, at 3). Hov^ever, Fellenstein et al, also does not teach or suggest the 

requirements as set forth in claims 12-17 and 23-27 of creating a link to an electronic message 

and saving the linlc to the electronic message in a user selected location with an attachment file. 
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2, Fellenstein et al. Do Not Teach Or Suggest Creating A Link Or Saving 
A Link As Required By Claims 12-17 And 23-27 

The Examiner contends paragraph 31 of Fellenstein et al teaches or suggests the creating 
and saving of a link as required by claim 12. (Office Action, at 3). Paragraph 3 1 of Fellenstein 
et al. teach an "icon implant" feature that involves the creation of an icon or hypertext reference 
that is linked to an email reply message. (H 3 1 of Fellenstein et al). The hypertext reference is 
associated with a reply message so that when that reference is actuated, any or all the replies is 
viewable to a user, (| 30). This link is placed or inserted within the most recently received 
electronic message. (If 3 1). The "linlc" disclosed or suggested by Fellenstein et al, does not teach 
or suggest any creation of a link to an electronic message that is saved in the same location as a 
file attachment that was in an electronic message. 

The Examiner contends that a person of ordinary skill in the art would be motivated to 
combine Fellenstein et al. with Coppinger et al to render claim 12 obvious because "it would 
provide users an efficient method in which replies to originating electronic messages such as 
email are grouped together. . This cited rationale has nothing to do with the saving of a linlc to 
an electronic message in the same location as a file attachment that was within that electronic 
message. If anything, the cited rationale shows that Fellenstein et al teach away from the 
requirements of claims 12-17 and 23-26. 

Fellenstein et al's link would be saved within a message that has an attachment file; it 
would not be saved in some user specified location. Further, the link taught or suggested by 
Fellenstein et al would be a linlc to other messages, not the message that contained the 
attachment file. Clearly, the combination of art cited by the Examiner fails to teach or suggest 
all the limitations of claims 12-17 and 23-27. 
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3. None Of The Cited Combinations Of Art Teach Or Suggest The 
Limitations Of Claims 12-17 And 23-27 

None of the cited art alone or in any of the combinations cited in the Office Action teach 
or suggest all the limitations of the pending claims. For example, the '551 patent discloses an e- 
mail system that is configured to create a link in an e-mail message between the e-mail message 
and a previously stored attachment file to replace the attached file within that e-mail message. 
(The '551 patent, Col. 2, line 60-67). Column 4, lines 28-67 of the '551 patent describe the 
configuration of the e-mail storage of data in a database used to determine if a received e-mail 
includes an attached file that is already stored in the e-mail storage. If the database identifies the 
attachment as being stored, that attachment is replaced with a linlc to the stored attachment. (Col. 
4, line 28, through Col. 6, line 50). 

Column 4 only references a link to data of an e-mail for use by a program searching 
databases for duplicate attached files. There is no link referring to an entire e-mail For instance, 
the header portion of the e-mail in the '55 1 patent is taught as being located in a database 
separate from other data from that e-mail See lines 43-45 of Col. 4» However, no link to the 
entire e-mail is taught or suggested in the '551 patent. 

Lines 42 through 45 of Column 4 discuss the use of a link to e-mail message data in 
reference to Figures 2 and 3 of the '551 patent. This portion of the '551 patent discloses the use 
of a link for data within an e-mail between a header database and another database. There is no 
disclosure of an e-mail message link that is external to a mail store. Nor is there any disclosure 
of an e-mail message link that is stored in the same location as an attached file. 

Indeed, the '551 patent teaches away from such storage. For instance, the '551 patent 
teaches that links to e-mail data should be stored in a header database or another e-mail database. 
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This is not the location or database the attachments are stored in nor is it a linlc to the actual e- 
mail message. 

None of the other cited art teaches a message link or the storage of a message link in the 
same location as a stored attached file. As another example, the '622 patent and Sakagawa both 
only teach the generation of links in e-mail messages that linlc a stored attachment file or 
advertisement to an e-mail message. As yet another example and as discussed above, Fellenstein 
et al. only teach or suggest the insertion of links into electronic messages. Fellenstein et al. also 
do not teach or suggest creating and saving linlcs to messages in a location with a file attachment 
from an electronic message. 

The combination of art cited by the Examiner fails to teach or suggest all the limitations 
of claim 12 and claims 13-17 and 23-26, which depend directly or indirectly from claim 12. In 
fact, the European Patent Office has searched the prior art and found the invention of the present 
application warranted the issuance of a patent and granted European Patent No. EP 1 642 229, 
which is a patent related to the present application, a copy of which was previously provided to 
the Examiner. 

For at least the above reasons, claims 12-17 and 23-26 are allowable over the cited art. 
4, Claim 13 Is Allowable Over The Cited Art 

Claim 13 depends from claim 12 and requires the linlc to be created and saved such that 
the link is displayed in the same file as the file attachment. None of the cited art discloses or 
suggests such a requirement. The Examiner referenced paragraph 3 1 of Fellenstein et al. as 
teaching or suggesting such a limitation on page 4 of the Office Action. However, as is clear 
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from Fellenstein et al, no saving of both a link to an electronic message and a file attachment to 
the same file is taught or suggested by Fellenstein et al, 

Fellenstein et al merely teach appending electronic messages so they are all displayable 
together. Saving a link to an electronic message with a file attachment that was in that message 
has nothing to do with saving a link associated with an original message in a reply electronic 
message. Indeed, the link taught by Fellenstein et al. is saved in an electronic message and is not 
a link to the electronic message to which a file attachment was attached. 

5. Claim 26 Is Allowable Over The Cited Art 

Claim 26 depends from claim 12 and requires the user-selected memory location that the 
message link is saved in to be a file of a file system. There is no teaching or suggestion of such a 
storage of a message link. The lone reference cited by the Examiner that supposedly discloses or 
suggested storage in a file system is Coppinger et al. However, Coppinger et al. merely teach the 
saving of data on a hard drive (| 15 of Coppinger et al.). 

D. Claims 18-22 And 27-30 Are Allowable Over The Cited Art 

Claim 18 requires a device to include a message linlc insertion unit configured to insert a 
message link in a selected memory location, which is the same location a file attached to the 
electronic message is stored. The message link refers to the electronic message. Claims 19-22 
and 27-29 depend directly or indirectly from claim 18 and, therefore, also contain this limitation. 

The Examiner has correctly found that Coppinger et al and Sakagawa do not disclose a 
message link to an e-mail at page 3 of the Office Action. However, at page 9 of the Office 
Action, the Examiner mistakenly states that Fellenstein discloses a message link insertion unit 
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configured to insert a message link in a selected memory location that is the same location a file 
attached to an electronic message is stored. 

Fellenstein et al, only teach or suggest the insertion of a link into an electronic message. 
There is no teaching or suggestion of any saving of links in a different location with an attached 
file, such as a file that also has an attached file stored therein. Indeed, Fellenstein et al. teach 
away from such a unit because Fellenstein et al. teach that links should be created and stored in 
electronic messages, not in other locations. 

For at least the above reasons, the cited art do not teach or suggest each and every 
limitation of claims 1 8-22 and 27-30. Therefore, the cited combination of art cannot render these 
claims obvious. 

1. Claim 28 Is Allowable Over The Cited Art 

Claim 28 requires the message link and the attached file to be saved in the same file 
system stored on and/or maintained by an electronic device such as a computer, a network or a 
telecommunications device. As discussed above, none of the cited art discloses a message link 
that is located in the same file as an attached file. To the contrary, the cited art teaches away 
from this limitation. Indeed, the cited art teaches that linlcs should be located in locations 
separate from attached files or in electronic messages. 

For instance, the '551 patent and Coppinger et al. teach that linlcs to attached files should 
replace attached files in e-mails. The attached files are stored in a separate file or location and 
are accessed by that link. Therefore, the cited combination of art cannot render claim 28 
obvious. As another example, Fellenstein et al. teach or suggest that links should be added into 
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electronic messages that are associated with previously sent messages within the message chain 
of communication. (Fellenstein, ^f^ 30-3 1 ), 

2. Claim 29 Is Allowable Over The Cited Art 

Claim 29 depends from claim 1 8 and requires the message link insertion unit to be 
configured to insert a message link in the selected memory location such that the link is 
displayed in the same file as the file attachment. The message link is configured to display the 
electronic message after the link is actuated. 

None of the cited art discloses or suggests a message link that is configured to display an 
electronic message that contained an attached file after that link is actuated. Indeed, as discussed 
above none of the art discloses a message link as required by claims 18-22 and 27-30. 

E. Claim 31 Is Allowable Over The Cited Art 

Claim 31 is an independent claim and requires a message link insertion unit that is 
configured to insert a message link in the file of the file system such that the message linlc is 
displayed adjacent to the file attachment after the file is accessed by a user. The message link 
refers to the electronic message such that the electronic message is displayed when the message 
link is actuated, 

The Examiner has cited the combination of Irlam et al., Fellenstein et al. and Coppinger 
et al As discussed above, none of the cited art discloses or suggests a message linlc. Further, the 
cited art does not teach or suggest a message link and a file attachment that are stored in a file 
and are displayed adjacent to each other after that file is accessed by a user. Therefore, claim 3 1 
is allowable over the cited art. 
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Fellenstein et al. do not teach or suggest any insertion unit configured to insert a linlc to 

an electronic message that contained an attached file in the same file as the attached file is saved. 

Nor does the combination of Fellenstein et aL, Coppinger and Irlam et al. teach or suggest such 

an insertion unit. Indeed, none of the cited art teach or suggest any insertion of any link to an 

electronic message that contained an attached file in the same file as the attached file is saved. 

F. The Examiner's Construction Of The Claim Limitations 
Ignores Explicit Requirements In The Claims 

The Examiner appears to be reading the pending claims as reading on an electronic 
message that happens to have both a linlc to that electronic message and a link to a file 
attachment. The claims cleai^y do not cover such an electronic message. 

For example, claim 12 recites a method for processing an electronic message. This 
method includes saving a file attachment and a link to the message to which the file was attached 
in the same location, such as a file of a file system. None of the art teaches or suggests any 
generation of such a link to an electronic message. The lone art cited by the Examiner that even 
mentions a link to a message is Fellenstein et al. However, Fellenstein et al. only teach or 
suggest a message link that is entered in electronic mail and is a link to an originating electronic 
message. There is no teaching or suggestion in any of the cited art or any combination of art that 
relates to saving a link to a message that contained an attachment file in the same location as the 
attachment file from that message is saved. 
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in. 



CONCLUSION 



For at least the above reasons, reconsideration and allowance of all pending claims are 



respectfully requested. 



Respectfully submitted. 



/Ralph G. Fischer/ 



Dated: October 26, 2009 
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